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DETAILED ACTION 

Status of Claims 

1. This action is in reply to tlie Request for Continued Examination filed on February 2, 2009. 

2. Claims 1 and 12 have been amended. 

3. Claims 1-5 and 7-16 are currently pending and have been examined. 

Continued Examination Under 37 CFR 1.114 

4. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been 
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 
1.114. Applicant's submission filed on November 17, 2008 has been entered. 

Drawings 

5. The drawings are objected to because they contain handwritten annotations. Corrected drawing 
sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should include all of 
the figures appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be removed from the 
replacement sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 
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1.121(cl). If the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 



Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 1-5 and 7-16 are rejected as being directed to non-statutory subject matter. Claims 1 and 
12 are method claims that recite process steps that are not tied to a particular machine. Based 
on recent Federal Circuit decision (see In re Bilski), an applicant may show that a process claim 
satisfies 35 USC 101 either by showing that his claim is tied to a particular machine, or by 
showing that his claim transforms an article. (See Benson , 409 U.S. at 70). First, as illustrated by 
Benson, the use of a specific machine or transformation of an article must impose meaningful 
limits on the claim's scope to impart patent-eligibility. (See Benson , 409 U.S. at 71-72). Second, 
the involvement of the machine or transformation in the claimed process must not merely be 
insignificant extra-solution activity. (See Rook, 437 U.S. at 590). 

8. Claim 1 recites that components are stored in a database. This recitation of the database 
structure does not rise to the standard of imposing meaningful limits on the claim's scope to 
impart patent-eligibility. Additionally, the use of the database is insignificant extra-solution 
activity. 

9. Claim 12 does not recite the use of any machine implementation, rather, it recites method steps 
that can be implemented by a human being. The limitation of receiving feedback in real-time 
does not inherently require machine implementation. 
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10. Because the applicable test to determine whether a claim is drawn to a patent-eligible process 
under 35 USC 101 is the machine-or-transformation test set forth by the Supreme Court, claims 1 
and 12 fail that test and are therefore rejected under 35 USC 101. 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 1-5 and 7-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Roy et al. 
(US Pub. No. 2002/0069080 hereinafter referred to as "Roy") in view of Almog et al. (US Pub. No. 
2002/0002479, hereinafter referred to as "Almog"). 

13. Roy discloses a web based system for cataloging, inventorying, selecting, measuring, valuing and 
matching "Intellectual Capital Skills" using networked computers and where the data is stored in a 
relational database. The system stores "Intellectual Capital codes" that are used to create a job 
description. (P [0038]). The system is accessible to various users, including clients (employers) 
and recruiters (i.e., a requirements specialist. Note: The term "recruiter" is understood to be 
descriptive of the field of employment that specializes in matching candidates and positions, 
therefore, a recruiter is a requirements specialist). (P [0128]). This provides the teaching that 
either a client or a recruiter may determine, view, receive, develop or create any part of the 
invention. 

14. Claim 1: Roy discloses 

• developing a first job description, ttie first job description comprising a first set of 
components; (P [0042] and Fig. 3(a)) 

• storing tfie first set of components in a database; (P [0039]) 
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• creating a second job description tiaving a second set of components, at least one of which is 
selected from the first set of components stored in the database. (P [0038]: The "Intellectual 
Capital codes" can be used to create multiple job descriptions. Fig. 3(a) discloses a template 
in which multiple job descriptions would use the common components (fields of the template) 
for data entry.) 

15. Roy further discloses that a client can edit the position skills by adding or deleting skills as 
needed for a position. (P[0134]). Though Roy does not explicitly disclose that a second job 
description is created based upon the first job description, it is obvious that in editing a first job 
description by adding or deleting skills, a second job description is created. Further, it is obvious 
to use a previous job description when creating a new one by editing the former. Roy would be 
motivated to do so to build on its system of providing uniform and consistent terminology that 
allows for an accurate and systematic search and comparison of candidate skills. (P[0007]). 

16. Roy also provides the motivation to create a second, edited job description in response to the 
matching results. It is obvious to create a revised job description in order to increase or decrease 
a pool of suitable applicants. For example, if the first job description results in a small pool of 
applicants, by editing the description to alter the requirements, the pool can be increased. 

17. Therefore, it would have been obvious to one of ordinary skill in the art at the time of the invention 
to have included creating a second job description based on the first, in the system of Roy for the 
motivation of efficiently creating job descriptions that use consistent terminology that aids in 
matching and to allow control over the size of a pool of applicants through changing the skill 
requirements of a first description to create a second one. 

18. Roy does not disclose that the second job description corresponds to a second job opening. 

19. Almog, however, discloses in formulating requirements for a job, the server suggests 
requirements for the position based on previous job openings posted by that employer. (P[01 1 1]). 
Thus, the second posting and description that is created is based on the first job description from 
the previous job opening that was posted. 
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20. Therefore, it would have been obvious to one of ordinary skill in the art at the time of the invention 
to have included basing the description for a second job opening on a first job description, as 
disclosed by Almog, in the system of Roy for the motivation of providing an effective and efficient 
means of creating job postings. Roy discloses that position information can be edited (P[0134]). 
It is old and well known to use an existing document as a template for a new one because it 
saves time. It is obvious to base a new job description on an old one. Examples of job positing 
information that would be consistent from one job posting to the next are the employer contact 
information. At the very least, one would be motivated to use a prior description as a starting 
point in order to reduce typographical errors. 

21. Claim 2: Roy discloses determining the first set of components (P [0035]) and a requirements 
specialist (P[0128]: a recruiter). 

22. Claim 3: Roy discloses selecting an Intellectual Capital code (P [0038]: position requirements 
are created) and displaying to a client (Fig. 3(a) is a screen shot that would be displayed to a 
client accessing through the system illustrated in Fig. 1). 

23. Claim 4: Roy discloses storing in a relational database. (P [0039]). 

24. Claims 5, 7 and 9: Roy discloses displaying the selection to a client and a recruiter using a 
computer system. (Fig. 3(a) is a screen shot that would be displayed to a client and a recruiter 
accessing through the system illustrated in Fig. 1). 

25. Claim 8: Roy discloses a recruiter interacting with a client. (P [0134]). 

26. Claims 10 and 11: Roy discloses an educational requirement and a task (skill). (P [0053]). 



27. Claims 12-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Roy et al. (US 
Pub. No. 2002/0069080 hereinafter referred to as "Roy") in view of Danielson et al. (US Pat. No. 
6,993,723, hereinafter referred to as "Danielson"). 

28. Claim 12: Roy discloses a requirements specialist (P[0128]: a recruiter) receiving hiring needs 
and determining a job description. (P [0042]: the job description is created using the menu of 
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skills required for the submitted job position). Roy further discloses that the client provides 
feedback on the job description (P[0134]: the client has the ability to edit the position skills) and 
that the recruiter modifies the job description (P[0135]: recruiter can enter/update and perform 
any of the tasks described above (i.e., those described in P[0134]) (P[0135]). P[0145] discloses 
that the recruiter has control over client entries, thus, the recruiter has the ability to edit the 
position description information. As the system is implemented over the Internet (P[0119]), the 
editing by the client is performed in real-time. 

29. Roy does not disclose a connection between the requirements specialist and the feedback. 

30. Danielson, however, discloses a collaboration system using groupware that allows for real-time 
data conferencing and group document handling. (C4; L49-67). This provides the ability to 
instantly share knowledge and work together. (C6; L47-50). Real-time user users are 
implemented via a chat window (C13; L55-56) and a message window (C14; L20-22). 

31. Therefore, it would have been obvious to one of ordinary skill in the art at the time of the invention 
to have included a real-time collaboration tool, as disclosed by Danielson, in the system of Roy 
for the motivation of enabling efficient and effective collaboration and communication in work 
session between two or more people independent of time and place. (Danielson; C4; L31-34). 
The combination of the collaboration tool with Roy would provide a means for real-time interaction 
between the recruiter and client. As Roy has disclosed, the client can provide feedback, as 
evidenced by the editing of the position information (P[0134]). Roy also discloses that the 
recruiter preferably controls the client's entries (P[0145]). It is old and well known that a 
purchaser of a service (the client) interacts with the supplier of the service (the recruiter) to 
ensure that the client's needs are being met, therefore, it is obvious for the client and the recruiter 
of Roy to collaborate to ensure the client is satisfied with the recruiter's services. 

32. Claims 13 and 14: Roy discloses displaying job descriptions to a client and a recruiter. (Fig. 3(a) 
is a screen shot that would be displayed to a client and a recruiter accessing through the system 
illustrated in Fig. 1). 
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33. Claim 15: Roy discloses storing in a database (P [0039]) and selecting codes from the database. 
(P [0038]). 

34. Claim 16: Roy discloses an educational requirement and a task (skill) (P [0053]) where the skills 
are selected from a database (P [0038]). 

Response to Arguments 

35. Applicant's arguments with respect to claims 1 and 12 have been considered but are moot in view 
of the new ground(s) of rejection as detailed above. 

36. Though the Examiner has applied art to claim 12, the Examiner notes that a meeting or phone 
call between the client and the recruiter would provide the real-time feedback. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Gabrielle McCormick whose telephone number is (571)270-1828. The examiner can 
normally be reached on Monday - Thursday (5:30 - 4:00 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, John 
Weiss can be reached on 571-272-6812. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 
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